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Christopher M. Holman*

Four Supreme Court decisions dating back to the 1970s and early 1980s (Benson,
Flook,2 Chakrabarty,3 and Diehr) provide the foundation for the modern doctrine of patent
eligibility. The criterion for patent eligibility established by these cases is easy to state, at
least in the abstract. Under the controlling precedent, a patent claim limited to a man-made
invention falling within the statutory categories established under Section 101 (processes,
compositions of matter, machines, and articles of manufacture) is generally treated as patent
eligible. However, a patent claim is patent ineligible (and hence invalid) if it "claims" or
"patents" a so-called "fundamental principle." Specific examples of fundamental principles
that have been identified by the Supreme Court include natural phenomena, physical
phenomena, principles of nature and abstract ideas. To my mind, the designations natural
phenomena, physical phenomena, principles of nature and laws of nature are all essentially
synonymous, at least as used in this context, so for simplicity throughout the rest of this
article I simply refer to the two fundamental categories of abstract ideas and natural
phenomena.

Most of the Supreme Court's treatment of patent eligibility has focused on the "abstract
idea" category of fundamental principle, including Benson, Flook, Diehr and the recent Bilsk
H decision.6 The only Supreme Court decisions to address the other category of fundamental
principle are Chakrabarty and J.E.M., both of which rejected (at least implicitly) the
contention that a genetically modified organism is a patent ineligible natural phenomenon.
Moreover, since the enactment of the 1952 patent statute the Supreme Court has never found
a patent claim patent ineligible for claiming a natural phenomenon. Some would argue that
earlier decisions of the Court found claims directed towards biological materials patent
ineligible, most notably Funk Brothers' and American Fruit Growers,9 but in my view

* Associate Professor of Law, University of Missouri-Kansas City School of Law.
1. Gottschalk v. Benson, 409 U.S. 63 (1972).
2. Parker v. Flook, 437 U.S. 584 (1978).
3. Diamond v. Chakrabarty, 447 U.S. 303 (1980).
4. Diamond v. Diehr, 450 U.S. 175 (1981).
5. 35 U.S.C.§101.
6. Bilski v. Kappos (Bilski II), 130 S. Ct. 3218 (2010).
7. J.E.M. Ag Supply, Inc. v. Pioneer Hi-Bred Int'l, Inc., 534 U.S. 124 (2001).
8. Am. Fruit Growers, Inc. v. Brogdex Co., 283 U.S. 1 (1931).
9. Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127 (1948).
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But the preeminence of MORT was to prove short-lived, with the Supreme Court
intervening in 2010 with its Bilski H decision, which explicitly held that while MORT
can be highly probative of patent eligibility, it is not the sole and definitive test. Bilski H
also makes clear, at least implicitly, that a finding of preemption is not a prerequisite for
invalidating a claim for lack of patent eligibility.1 But as pointed out by Justice Stevens,
Bilski H provides no additional guidance with respect to what the test for patent eligibility
is, other than an admonition to consult the patent statute for its definition of the term
"process," and to look "to the guideposts in Benson, Flook, and Diehr."" The essence of
Bilski HIwassuccinctly captured by two commentators who characterized the decision as
the Supreme Court Dushin2 a reset button on the doctrine of Datent eliibility.16
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Patent Eligibility as a Restriction on Claim Scope

Wh
or not
calibr
PTO r
bacter

patent eligibilit
innovation can

ating
-eject
ium

d
scope of
he claim
se, but all

narrow terms. Some of
including claims reciting
inoculum comprised of t

y can be conceptualized as a threshold screen to determine whether
be patented, in many cases the doctrine functions more as a tool for
protection afforded an invention.19 For example, in Chakrabarty the
at issue in the appeal, which broadly recites a genetically modified
owed other claims reciting Dr. Chakrabarty's invention in more
the initially allowed claims appear on their face to be quite broad,
the method of producing the new bacteria, and claims reciting an
e new bacteria in combination with a carrier material floating on water

ture of Dr. Ch
down multiple components of crude oil, the prim
the treatment of oil spills. Practically speaking, w
almost certainly require the use of an inoculum c
seem that the originally allowed claims would ha
expansive patent coverage for his invention. It w
sought a claim broadly reciting the bacteria per s

UIny II all

tbarty's bac is their ability to bi
ary utility of which was believed to be in
se of the bacteria for this purpose would
apable of floating on water, so it would
ve provided the inventor with reasonably

is only at the point where Dr. Chakrabart

e that the patent office balked, invoking tl
[ the scope of the allowed claims.

the Supreme
es the PTOh
the scope of

Court ultimately reversed the PTO's de
is been more successful in invoking the
patent protection afforded to an otherw

cision in Chakrabarty, in
doctrine of patent eligibilit

ise ratentable invention. For

di
, 1 1n Ve ff L11 11iv1UI 11UcUm11 eU

signal caused by the introduction of a "w(
L1

ru " w

watermark's signal with supplemental data.2 The PTO allowed
the process itself, and another four claims directed towards arti
perform the process, including a claim to a "storage medium h
with embedded supplemental data." These claims would appe
protection for the invention, but in this case the inventor again,
the form of claims reciting the "signal" per se. The PTO reject
as patent ineligible, unconstrained as it was to any tangible me
Federal Circuit affirmed, holding that the signal did not fall wi
categories of patentable subject matter.

1UU 1U IOUUll UISLU IUt 11i

hich involved embedding the
ten claims directed toward

cles of manufacture used to
aving stored thereon a signal
ar to provide relatively broad
aske
ed th
diumr
thin ,

d for more
is broad cl
, and in th

any of the

, this ti
aim to
s case
our st

rme in
i sign
the
tutor3

he Preemption Test Explicitly Focuses on Claim Scope

The role of 1ntion anav
herein the Court opined th

19. The n
20. Diame
2 1. 500 F.1PT E R 1

eligibi
abarty

is in assessing patent eligibility dates back to Benson,
the patent ineli ible claims had been allowed to issue in

mng claim scope

303, 305-06 (198
as bN 1'

Vilme V-Isse2

Recall that the definin

doctrirl

W
othe
to 

hil
r ca
in

S
n

weJJ LU 111111



i patent, they
i mathematic,,
nathematical
-reated as the

vould have entirely preem
algorithm, such that the

Igorithm itself.2 Prior to
rimarv if not only. releva

ictic
( "substantial
Efect would h

issi 1, a claims preempt
nt consideration in assessi

actical application" of
been patent on the

tive effect was often
n heth claim is

paDent ineUigio [ Uor patenting a runo1amental

For example, in a brief submitted to the Sul
the United States overnment as amicus curia

inc

Ime Court
focused en

in connection with LabCorp,
irely on issues of Dreemption

in considering the patent eligibility of
patent eligibility as "no one can patent
application of a law of nature, because
the law of nature itself."2 The governr
in the lower courts the claim appeared
natural phenomenon, which would in i
it went on to observe that since the cla
or physicians might be able to employ
(i.e., the correlation betw
patent merely by using a

implying that this opport
The government's brief g
covering somebut not al
be considered clearly Pat

he claim
process t
such a pa
nent opin
to cover
ts view re
m is limi
the natur

reen total homocystein
n alternate approach th4
unity to decide around
oes on to point out tha

l substantial practical a
ent eliible.

summing up th<
hat comprises e)
itent in practical
ed that under the
all substantial pr
nder the claim F
ted to assaying a
al phenomenon i

and vitamin B)
it does not entail
the claim would

nore narrowly dr
Cations of a natui

applicable test for
ery substantial practical
effect would be a patent on
broad construction adopted
ictical applications of a
atent ineligible. However,
"body fluid," researchers
Tplicated by the claim

without infringing the
assaying a body fluid,
renderit ntent el i ible

d diagnostic claim,
Phenomenon, should

arly, -in a guiaance document -issued sn
ri in LabCorp, the PTO set forth a test
the claim covers every substantial pra

nption would hold an obvious appeal
its corps of examiners with a relativel,
ty. By focusing explicitly on claim sco

patentability analyses performed by p
nonobviousness, and enablement.

ortly ater the bu
for patent eligibi

nil

tocuses
ctical application of principle."A
for the PTO, because it has the pc
y objective and reviewable criteri
pe, preemption analysis is quite

ratent examiners such as examina

)tential to
on for pat
analogous
tion for

While the p
unambiguous1
that a findinrg
ineligibility. I
should be pate

of
n F
,nt

mption test is undoubtedly useful and releva
stablished that preemption is not the sole tes
preemption is not a prerequisite to claim inv
look, for example, the patent applicant argue
eligible because it did not preempt all substa

nt, the Supreme C
t for patent eligibi
alidation based on
d that under Bens
ntial practical ap

ib. Cort SHe

,s), 1300 Off. Gaz. Pat. Office 142, 146

IP THEORY

tbolite Labs., Inc.,

ter Eligibility (In-
2005).

C 0
certior
whethe
on prec
provid<
eligibil
to othe
novelta

gely on
st based

er

tschalk v. B(

f for the Un
. 124 (2006)

ourt has
lity, and
patent
on its claim
lications of

ISt

.s as,

71
is

1

lbj ibi

-afte(



a mathematic
the definitive,

The Fi

1 algorithm, implic
est for patent eligit

lourt agreed with tl

idin is thou
bility.25 The Court, ho)

it established preemption as
Bjected this argument.

nt applicant that since the claim was limited to

formula," and left other uses of the formula in the public domain. Nonetheless, the
Court went on to find the claim patent ineligible, clearly establishing the principle that
preemption is not a prerequisite for patent ineligibility. The Court justified its decision
by noting that the prohibition against patenting a fundamental principle cannot be
circumvented by attempting to limit its use to a particular technological environment, oi
by adding insignificant "post-solution activity" to a claim.2 SubsequentSupreme Court
decisions have exlicitly cited this aspect of Flook with a0roval.2

red this principle of Flook by hol ding that dependent claims limited
to specific practical applications of the abstract idea at issue in that case (risk
and thus clearly not preemptive of all practical applications of the abstract id
nonetheless patent ineligible. Nevertheless, Bilski HIdoes seem to ascribe a s
role to the preemption test in analyzing for patent eligibility, pointing out tha
broader claims at issue in the case "pre-empt use of [risk hedging] in all field
effectively grant a monopoly over an abstract idea."28 While preemption is cl
prerequisite for a finding of patent ineligibility, it would seem to be sufficien
in the Court's decisions would suggest that a claim could preempt all substan
applications of a fundamental principle and nonetheless retain patent eligibili

-hedging),

-ea, were
5ignificant
t some of the
s, and would

.early not a
t. Nothing
itial practical

While the preemption test does impose some order on the otherwise amorphous patent
ligibility inquiry, it nonetheless provides courts ample room to exercise judicial discretion
nd apply the test in a manner that furthers perceived public policy objectives. For

TIamDe. as sanctioned by Flook. courts have interreted the preemption test in a manner

sun tnatItera

for a claim to fa

substantially all
and "practical"

"right" outcome

reemption o a0 uses o rastunanenta principie
dthe test. Rather, the test is often stated as wheth

)ractical uses of the fundamental principle, with -
rovidin2 the courts and PTO flexibility in aDDIvii

is not necessc

%r the claim p
in oru

mpts
terms like "substan
rn the test to achie

For example, in Prometheus I, the inventors had discovered a corn
evel of certain drug metabolites observed in a patient's body and opt
nd obtained ratent claims directed towards methods of usin the col

ation between th
nal drug dosage,
lation to deterr

i89-90 (1978

Di(
ise anf

31.

175, 191-92 (1981'
g token postsolutio

130
nts [<

Z18, 3231 ibst
ible2s

Vilme V-Isse2

th

irl

27. Diame
idea to on(
28. 130 SDPTER



whether to increase or decrease the amount of drug bein
court invoked the preemotion test and held the claims pa
all substan
natural he

itial practical a
nomenon.30 Th

uses or me correl
correlation that i
this argument ho
"substantial" and

ications of the correlati
rtent owner had amued t

on, w
hat th

auion, ano coisterea its argument oy specince
t alleged were not covered by the claims.
wever, apparently concluding that none of th
/or "practical" enough to satisfy its interpreta

g given to the pa
itent ineligible foi
hch the court ch
e claims didnot p1i

ny ouen
IThe di

3se appli
tion of t

nt.29 The district
preempting
racterized as a
cmpt all Dractical

urying six uses or me

istrict court rejected
ications were sufficien
he preemption test.32

Un

the
Co
"6su

to
re permissive
iculated by th
preemption t

nspicuously a
ibstantial" or'

interpre
e Federa
est only
bsent in
"practica

Turning to the claims,
phenomena in a series of
phenomena. Notably, the
applications of the funda
no reference to the six all
under Judge Lourie's app
is utilized in a series of s

ie Federal Circuit in Prometheus 1 reversed, applying
tation of the preemption test to the challenged claims.
I Circuit, in an opinion authored by Judge Lourie, a cl
if it would entirely preempt the use of a fundamental
the Federal Circuit's formulation of the test is any refi
l" uses of the fundamental principle.

Lmuch

As
m fails
'inciple.3
'ence to

Judge Lourie concluded that because they use the natural
specific steps, they do not preempt all uses of the natural
Court's decision offers no suggestion as to what sorts of

mental principle fall outside the scope of the claims, and mt
eged examples put forth by the patent owner. I would sugge
roach to preemption analysis, the fact that a fundamental p
oecific steps to achieve a reasonably specific and practical r

oof patent ineligibility based or

The dive
rcuit in Pr

rnt rte
methet

tations of th
ustrates the

I-Dy, o s n carugs
preemption, regai

breeml
rialleabi

Me CLJU LO e UMCI~eUIreOIIIMaPI LIOUI

manner the court deems to be appropriate. A court,
overly expansive in scope, can essentially ignore th
the fundamental principle that fall outside the scop
unclaimed applications as "insubstantial" or "impr
claim for failing to preemption test. Alternatively, a
uphold the validity of the same claim by concluding
without necessarily identifying any meaninful uncl

Kes
st th

incif
esult

d wm De enougn to
rdless of claim scol

ion test by the district coui
tv of the test, providing fle

and Fede
ibility fo

faced with a claim it considers to be
e existence of practical applications of
e of the claim by characterizing the
-actical," and proceed to invalidate the
court of a different mindset could easi
that the claim is not entirely preemptiv

aimed application of the principle.

as Labs. ibc vs.

1-'

1:

IP THEORY

86 U.S.P.Q.2d 1705, 1715-16 (S.D.

581 F.3d 1336 (Fed. Cir. 2009).

Volume 1:- ssue 2

29.
Cal

30.
31.

38

noC



One interesting aspect of
preemption test is the effect
to fail the preemption test, i
practical applications of the
or is preemption of all pract
infringement) sufficient? If

the "substantial practical application" implementation of th
of after-arising advances in technology. In order for claim
s it necessary that the claim encompass substantially all
fundamental principle that might be developed in the future
ical applications as of the filing date (or perhaps the date
the former, how is a court expected to anticipate all practica

applications of a fundamental principle which might become ava
based on subsequent advances in technology? If the latter, does t
is patent ineligible at one point in time might be rendered patent
advances in technology that create new opportunities to apply th
in applications falling outside the scope of the claim? Or wouldI
locked into the state-of-the-art at the time the patent application
the time the claim was first added to the patent application, orth
such that even thouyh after the atent issues there exists substan
fundamental principle lying outside the claim, the claim is nonetheless I
because these uses only became ractical after the avplication was filed'

At this point is perhaps wo
su2rests that the extent to wh

principle "unknown" a
This approach is relate
applications of the fun
approach to patent elig
in recent years, althou
estab ish
otherwis

d to the
dament
ibility

Lc
Tianingful doct
reely redundan

n

ilable at some future d
his imply that a claim th
eligible by subsequent
ie fundamental principle
preemption analysis be
was filed (or perhaps at
e date the patent issues?)
tial oractical uses of the

rnt ineliibl

rth noting that some language from Supreme Court preceden
ich a patent claim encompasses applications of a fundamenta

ne of invention is relevant to the question of patent eligibility.
preemption test, but focuses specifically on "unknown"

al principle, rather than "practical" applications. This
does not seem to have garnered much traction in the courts
ley et al. su est that a focus on "unknown" uses could

1 role tor patent el
th enablement and

bility, a doctrine
ritten description

hich th suggest is

To my mind, the doctrines of enablement and written description are perfectly capable
and better suited for addressing the policy concerns associated with claims encompassing
embodiments of an invention unknown as of the filing date. Precedent clearly establishes
that a claim reciting embodiments unknown and unattainable as of the filing date can, but
does not necessarily, run afoul of the enablement and written description requirements,
and the patent eligibility doctrine should not be made available as a backdoor to achieve
a different result.3 rstead, patent policy would be better served if the courts, most
particularly the Federal Circuit, focused more energy on refining the enablement doctrine

,409 U.S. 6:"
17, at 17-18.
1ote 17.
arth Res. Ma

R

n of claims for

11 F.3d 1046, 11
and dicots inval

24 Fd 1336, 1344-45 (Fe
assing embodiments of thi
d. Cir. 1993) (finding a cla

ack of enablement becaust

Vilme V-Isse2

description- base
filing date); In r
netically modifi<
were unknown

;1h

as (

aff

bri
m as (

passir

l1

at



as a doctrinal tool for policing claim scope, gener
claimed invention both known and unknown as ol

plicable to embodiments of th
ng date.38

ne vachne or -ansformation Test Implicitl1 Idresses Claim Scope

Although Bilski H rejected the Federal Circuit's assertion that MORT is the sole and
definitive test, it by no means disavowed the use of MORT in assessing patent eligibility. To
the contrary, the Court acknowledged that MORT is in many cases a "useful and important
clue, an investigative tool" for answering the ultimate question of whether a claim patents
a fundamental principle. In view of the fact that Bilski H does not offer any alternative
"clues" or "tools" to assist the lower courts in this regard, and the fact that a majority of the

judges on the Federal Circuit have so recently voiced their approval of MORT, I predict that
courts will continue to rely heavily on MORT in assessing patent eligibility. This prediction
is borne out, for example, in the Federal Circuit's recent Prometheus H decision, in which
the claims were found to be patent eligible based almost entirely on a MORT analysis.
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MORT can function as a doctrinal tool for policing claim scope that complements the
preemption test. For example, in Prometheus the claimed invention was based on the
discovery of a correlation between the level of specific drug metabolites in the patient's
body and the optimal dosage of the drug for that patient. The Federal Circuit stated in dictc
that a claim broadly directed to this correlation, which could be infringed by mere mental
steps, such as a doctor warning a patient that he should reduce his drug dosage based on th
result of a test showing high levels of drug metabolite, would be per se patent ineligible.
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Alternatively, the Federal Circuit could have arrived at the same outcome in Promethen
H by finding that the alleged natural phenomenon identified by the district court was not
in fact "natural." On the initial appeal of Prometheus to the Federal Circuit, I filed an
amicus brief explaining my position that the district court had erred in characterizing a
correlation involving a synthetic, non-naturally occurring drug breakdown product as a
natural phenomenon.r In that brief I argued that the correlationdoes not and cannot occui
naturally, since it only arises as a result of the administration of a synthetic drug to patient
By limiting the applicability of the doctrine of patent eligibility to claims implicating trul
natural phenomena, courts could modulate the effect of the doctrine on claim breadth.
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Catesories ofPolicing Clai Scope by
Patentable Subject Mattel

Under Section 101 of the patent statute, only machines, articles of manufacture,
compositions of matter, and processes are patent eligible.5 These terms have been
interpreted broadly, to encompass living organisms, chemical compounds, and in at least
one case an elemental particle (Element 95, i.e., Americium).5 However, the recent decision
in Nuijten invalidating a claim to a signal illustrates that at some point the Federal Circuit is
willing to draw the line and declare a claim patent ineligible for claiming subject matter that
is neither a process nor product as defined by Section 101.54 Similarly, in Bilski the Court
explicitly pointed to the statutory definition of process as a limitation on patent eligibility.
Moving forward, the courts could potentially adopt a more stringent interpretation of what
it means to be a patent eligible product or process under section 101 as another doctrinal
polic lever to regulate claim scope.
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hat Role Will Patent Eligibility Play in Policing Claim Scope'

Clearly, under Bilski H the lower courts are empowered to deploy patent eligibility
doctrinal tool for policing claim scope. Because Bilski II leaves the test for patent elig
largely undefined, the lower courts and PTO, in particular the Federal Circuit, could
actively invoke the doctrine as a "wildcard" to invalidate patent claims deemed undul
broad, or otherwise "unworthy" by the court. Judge Rader made a similar observation
recently with respect to the Lilly written description requirement, another doctrine of

ratentability for which the criteria for com rliance remains lamely undefined.
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early indications are that the doctrine will not be invoked in cases where other doctrines ar
available to accomplish the same end. That said, some situations might very well warrant
the use of patent eligibility, particularly to police against claims drafted so broadly as to
encompass mental thou hts. mere analysis or manipulation of data, or other Drocesses too
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